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1 ) The methods of claims 13-16 lack information as to the particular 
number and combination of markers to be employed, and the meaning of the 
vague and general term 'medical treatment course of action . They also 
lack any Information teaching the skilled person how to assign certain 
genetic markers to the particular 'course of action to be chosen. Thus, 
these claims lack essential features and are unclear to such an extent 
that no meaningful search with respect to their subject matter was 
possible (Article 6 PCT). 

2 ) Present claims 1-12, 17-20 relate to a method defined by reference to 
a'deslrable characteristic, namely 'generating a genomic profile for use 
in selecting an operative course of action' (cf. e.g. claim 1), or 
selecting conditions for anesthesia (cf. e.g. claims 2-4). 

The claims cover all methods having this characteristic, whereas the 
application provides support within the meaning of Article 6 PCT and 
disclosure within the meaning of Article 5 PCT for no such method 
whatsoever. This 1s because the only example of the application (page 43 
ff ) merely enumerates several known markers which are characteristic for 
certain pathologies and complications 1n anesthesia. However, the 
description does not disclose how to combine or evaluate any combinations 
of markers 1n order to be able to decide which 'course of action to take 
during an operation. 

Consequently, the only method for which a search could be conducted was a 
method for the selection of conditions for anesthesia during a surgical 
procedure embracing a combination consisting of all genetic markers as 
specified 1n claim 12. Therefore, claims 1-20 have only been searched 
with respect to the combination of genetic markers mentioned in claim id, 
and the only 'course of action' mentioned 1n the description. I.e., with 
respect to anesthesia (cf. description, Example 1, page 43 ff.). 

The applicant's attention is drawn to the fact that claims, or parts of 
claims, relating to inventions 1n respect of which no international 
search report has been established need not be the subject of an 
international preliminary examination (Rule 66.1(e) PCT). The applicant 
is advised that the EPO policy when acting as an International 
Preliminary Examining Authority is normally not to carry out a 
preliminary examination on matter which has not been searched. This is 
the case irrespective of whether or not the claims are amended following 
receipt of the search report or during any Chapter II procedure. 
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